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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) K Claim(s) 1-14 is/are pending in the application. 
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6) M Claim(s) 1-14 is/are rejected. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
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* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC §103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. The factual inquiries set forth in Graham v, John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

3. Claims 1-8 and 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kawasaki et al (U.S. 6,723,794). 

Kawasaki et al discloses a process for making ethylene/ot-olefin/nonconjugated diene 
and ethyl ene/a-olefin polymers in the presence of catalysts comprising metallocene, 
aluminoxane, and further organoaluminum activator, if desired (col. 51-55). Useful 
metallocenes are Me 2 Si(2-Me-4-(/Molyl)indenyl) 2 ZrCl 2 , Me 2 Si(2-Me-4-(p-biphenyl)- 
indenyl) 2 ZrCl 2 , and Me 2 Si(2-Et-4-(2,3-dimethylphenyl)indenyl) 2 ZrCl 2 (col. 46, lines 16 and 31, 
and col. 47, line 36). The patent does not show use of these compounds in a process for making 
ethylene/a-olefin/nonconjugated diene or ethylene/a-olefin polymers, however, it is maintained 
that one of ordinary skill in the art would have found it obvious to do so and thereby arrive at the 
claimed process because the reference instructs that the compounds presented in the text are 
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suited for the manufacture of ethylene/a-olefin/nonconjugated diene and ethylene/a-olefin 
polymers. The skilled artisan would have found it obvious to arrive at the process of the instant 
claims especially in light of the fact that Kawasaki et al shows that use of the non-aryl 
substituted, parent compound Me2Si(2-Me-4-Ph-indenyl)2ZrCl2 in such a process (see example 1, 
C2/C4/ENB copolymerization; example 5, C2/C6 copolymerization; example 6, C2/C4 
copolymerization). Since the compounds cited above are merely substituted derivatives thereof, 
one of ordinary skill in the art would have expected their use in a process for making ethylene/a- 
olefin/nonconjugated diene or ethylene/a-olefin polymers to proceed equally well. 

Although Kawasaki et al discloses use of Me 2 Si(2-Et-4-(2,3-dimethylphenyl)- 
indenyl)2ZrCl2 and the corresponding 2,4- and 2,5-dimethylphenyl substituted isomers (col. 47, 
lines 35-42), the reference does not list a 3,5-dimethylphenyl substituted isomer. However, it is 
maintained that one of ordinary skill in the art would have found it obvious to use the latter 
isomer in a process for making copolymers, especially in view of the fact that a 3,5- 
dichlorophenyl is disclosed below in col. 47, line 55). Moreover, it has been held that use of 
structural isomers of a compound is prima facie obvious. In re Jones, 1947 CD 502. 

4. Claims 1, 3-8, and 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bingel et al (U.S. 6,492,539). 

Bingel et al discloses a series of catalysts that are used in a process for polymerization of 
olefins. In the process of the invention, preference is given to polymerizing one or more olefins 
such as ethylene, 1-butene, 1-pentene, 1-hexene, and 1-octene (col. 58, lines 39-46). Thus one of 
ordinary skill in the art would have found it obvious to copolymerize ethylene with a-olefins 
such as 1-butene, 1-hexene and 1-octene, especially since the inventors describe these well 
known materials in the cited passage. The catalyst used in the process of the invention is 
comprised of aluminoxane and transition metal complex (col. 59, lines 23-41). As for the ' 
transition metal component, there is mentioned Me 2 Si(2-Me-4-/-butylphenylindenyl)2ZrCl2, 
Me 2 Si(2-Me-4-(2,3-dimethylphenyl)indenyl) 2 ZrCl2, Me 2 Si(2-Me-4-(3,5-dimethylphenyl)- 
indenyl) 2 ZrCl 2 , Me 2 Si(2-Me-4-(3,4,5-trimethylphenylindenyl) 2 ZrCl2, and Me 2 Si(2-Me-4-(3,5- 
(CF 3 )2phenyl)indenyl) 2 ZrCl 2 (col. 45, line 39, col. 46, lines 5 and 13, and col. 47, line 1). 
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The patent does not show use of these compounds in a process for making ethylene/a- 
olefin polymers, however, one of ordinary skill in the art would have found it obvious to do so 
and thereby arrive at the claimed process, especially since Bingel et al. instructs that the 
compounds presented in the text are suited for the manufacture of ethylene/a-olefin polymers, 
and because the reference discloses the nature of the ethylene/oc-olefin polymers. Since these 
embodiments are encompassed within the general teaching of the prior art, the skilled artisan 
would have expected all processes described by Bingel et al to work. 

5. Claims 1, 3, 9, 13, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Burkhardt et al (U.S. 6,376,407). 

Burkhardt et al discloses a catalyst composition comprised of Me 2 Si(2-Me-4-(3,5-/-Bu 2 - 
phenyl)indenyl) 2 ZrCl 2 and MAO (example 3A) for the manufacture of C 2 /C3 copolymer. There 
are no other examples of use of this catalyst to make other types of polymer. The inventors 
contemplate preparation of other types of copolymers, terpolymers, block copolymers, and 
impact copolymers using the inventive catalyst, and copolymerizations are carried out using 
olefins such as ethylene, 1-butene, 1-hexene, and 1-octene (col. 35, line 57-col. 36, line 6). One 
of ordinary skill in the art, having understood the disclosure of Burkhardt et al, would have 
found it obvious to use the catalyst shown in the examples in a process to make copolymers of 
ethylene and higher a-olefin such as ethylene/butene copolymer and ethylene/hexene copolymer 
because such an embodiment is contemplated by the inventors. Since this teaching lies within 
the general disclosure of the patent, one of ordinary skill in the art would have reasonably 
expected use of the catalyst in such a process to work with a high degree of success. 
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6. Claims 1, 3, 10, 11, 13, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kiiber et al (U.S. 5,840,947). 

Kiiber et al discloses a series of catalyst comprising aluminoxane and transition metal 
complex for the copolymerization of ethylene with one or more C3-C20 a-olefins and/or one or 
more C4-C20 dienes (col. 16, lines 56-58). The metal complexes Me 2 Si(2-Me-4-(2- 
pyridyl)indenyl) 2 ZrCl 2 , Me 2 Si(2-Me-4-(3-quinolyl)indenyl) 2 ZrCl 2 , Me 2 Si(2-Me-4-(4- 
pyridinyl)indenyi) 2 ZrCl 2 , and Me 2 Si(2-Me-4-(5-pyrimidyl)indenyl) 2 ZrCl 2 are representative 
(col. 7, line 21, col. 8, line 24, col. 9, line 11, col. 9, line 28). Alkyl substituted derivatives of 
these compounds are not recited in the examples, however, one of ordinary skill in the art would 
have found it obvious to used alkyl substituted derivatives of these compounds because the 
general description of compounds indicates that groups R 10 and R 10 have at least one heteroatom 
in the ring and the ring can bear radicals C1-C4 alkyl radicals as R 14 (col. 6, lines 51-57). Thus, it 
is maintained that absent any showing of criticality, one of ordinary skill in the art would have 
found it obvious to arrive at the subject matter of the instant claims from the overall teachings of 
Kiiber et al. 

And whereas Kiiber et al teaches use of Me 2 Si(2-Me-4-(3-quinolyl)indenyl) 2 ZrCl 2 and 
Me 2 Si(2-Me-4-(8-quinolyl)indenyl) 2 ZrCl 2 there is no disclosure of use of isomeric compound 
Me 2 Si(2-Me-4-(2-quinolyl)indenyl) 2 ZrCl 2 . However, one of ordinary skill in the art would have 
found it obvious to use the latter isomer in a process for making copolymers and thereby arrive at 
the subject matter of the instant claims, especially in view of the fact that other isomers are 
taught to be useful in the invention. Moreover, it has been held that use of structural isomers of a 
compound is prima facie obvious. In re Jones, 1947 CD 502. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rip A. Lee whose telephone number is (571)272-1104. The 
examiner can be reached on Monday through Friday from 9:00 AM - 5:00 PM. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, David Wu, can be 
reached at (571)272-1 1 14. The fax phone number for the organization where this application or 
proceeding is assigned is (571)273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see <http://pair-direct.uspto.gov>. Should you have questions on the access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll free). 
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